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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 04 
August 2009 has been entered. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 173 - 175, 178, 182 - 184 and 187 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Birrell (U.S. Patent 6,332,175) in view of Yanagihara (U.S. 
Patent 6,233,393). 

Regarding Claim 173, Birrell discloses: 
A media device comprising: 
a memory (108 or 112); 

a storage device to store compressed media data, the compressed media data 
having a compression format (hard disk 104); and 

a process configured to decompress compressed media data (decompression 
procedure 168). 

Birrell does not explicitly disclose storing the process on the storage device as 
claimed. However, Examiner takes official notice that it would have been obvious to 
one of ordinary skill in the art at the time of the invention to store the procedures in the 
storage device instead of in the ROM. Both the ROM and the disk are non-volatile 
memory devices and therefore are suitable to store system procedure programs. It 
would be an obvious variation to store the programs in the disk instead of the ROM. 
One would have been motivated to do so in order to manufacture the Birrell player with 
less parts and thus making it less costly as the ROM would not be required if the 
programs were stored instead on the disk. 

Birrell further discloses: 

a programmable processor (CPU 102) configured to be programmed 
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as a storage controller to retrieve the compressed media data from the storage 
device (i.e. the system contains multiple control programs executed by the data 
processor, on being a play procedure; Fig. 1 element 102 and col. 5 lines 5 - 33; the 
play control logic, which is part of the play procedure as shown in Fig. 2, transfers data 
from the disk to RAM; col. 6 lines 14-16); and 

as a digital signal processor to decompress the compressed media data (i.e. the 
system contains multiple control programs executed by the data processor, one being a 
decompression procedure; col. 5). 

Birrell does not explicitly disclose: 

a plurality of processes to decompress the media data. 

However, at the time the invention was made, Examiner takes official notice that 
a number of compression standards were available similar to the MP3 standard. It 
would have been obvious to one of ordinary skill in the art to add decompression 
procedures for each of these standards in the Birrell device. It would be desirable to 
have a single device for decompression a number of compression procedures known in 
the art rather than having to purchase a number of devices to perform the same task. 
Further, Birrell does not explicitly disclose: 
wherein the programmable processor is further configured to 
determine the compression format of the compressed media data; 
select a first process of the plurality of processes stored in the storage device 
based on the compression format of the compressed media data; and 

decompress the compressed media data based on the first process; and 
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an output device to output the decompressed media data from the media device. 

Yanagihara discloses a device with a general controller that determines the 
compression of audio data and sets the decoder to decompress the given compression; 
Fig. 15. 

Applying this to Birrell's device discloses: 

wherein the programmable processor (Birrell's 102) is further configured to 
determine the compression format of the compressed media data (Birrell's 

processor 102 configured like the general purpose processor of Yanagihara to 

determine the compression); 

select a first process of the plurality of processes stored in the storage device 

based on the compression format of the compressed media data (retrieving the 

decompression procedure stored in Birrell to set the decoder as taught by Yanagihara); 

and 

decompress the compressed media data based on the first process (i.e. 
decompress via CPU 102); and 

an output device to output the decompressed media data from the media device 

(130). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to apply the compression determination technique taught by 
Yanagihara to the device taught by Birrell. Doing so would be nothing more than 
applying a known technique (i.e. decompressing audio data of multiple types via a 
single processor) to a known device (i.e. Birrell's CPU) ready for improvement to yield 
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predictable results (i.e. Birrell's device can be adapted to decompress multiple 
compression types). 

As further evidence these features are obvious and would lead to predictable 
results, see Du (U.S. 7,444,439) which teaches a portable player with a decoder 58, 
that receives audio data and decodes the data according to a stored decoder algorithm. 
Additionally, the algorithm can be stored in flash memory and loaded as needed. 
Further, the decoder can be updated or modified; see col. 5 lines 20 - 47. 

Regarding Claim 174, in addition to the elements stated above regarding claim 
173, the combination further discloses: 

wherein the digital signal processor includes a decoder to decompress the 
compressed media data (i.e. the processor includes a decompression procedure for 
decompressing compressed audio files; col. 5 lines 20 - 25). 

Regarding Claim 175, in addition to the elements stated above regarding claim 
173, the combination further discloses: 

the compressed media data includes a plurality of media selections (i.e. media 
files on disk 104); 

the programmable processor transfers first portions of at least one of the plurality 
of media selections from the storage device to the memory (i.e. the system contains 
multiple control programs executed by the data processor, on being a play procedure; 
Fig. 1 element 102 and col. 5 lines 5 - 33; the play control logic, which is part of the play 
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procedure as shown in Fig. 2, transfers data from the disk to RAM; col. 6 lines 14-16; 
the play control logic maintains sufficient portions of data in the RAM to ensure that 
there is no break in the playback; col. 6 lines 5 - 28); 

the output device outputs the first portions from the media device (i.e. as the 
audio data is played back, the portions present in RAM are read out to the audio out 
jack; col. 6 lines 5-28); 

a user selects a particular one of the plurality of media selections in response to 
the first portions (i.e. navigation of the playlist, fwd, rev, etc; see below); the 
programmable processor retrieves a remaining portion of the particular one of the 
plurality of media selections in response to the user selection (i.e. next would retrieve 
the next song, continuing playback w/ no input would continue retrieving the current 
song; see below); and the output device outputs the remaining portion of the particular 
one of the plurality of media selections (i.e. user selections are added to a play list, 
which is a queue of tracks to be played by the system; col. 5 lines 1 - 3 and as the 
audio data is played back, the portions present in RAM are read out to the audio out 
jack; col. 6 lines 5-28). 

Regarding Claim 178, in addition to the elements stated above regarding claim 
173, the combination further discloses: 

wherein the processor includes a single integrated circuit, the single integrated 
circuit comprising: 

the programmable processor (i.e. CPU 102 is a general purpose processor); and 
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a read channel hat is responsive to the storage controller to read data from the 
storage device (i.e. any of the inputs to CPU 102 that reads commands or inputs data 
for playback/retrieval). 

Claims 182-184 and 187 are rejected under the same grounds stated above. 



Claims 179 - 181 and 188 - 190 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Birrell (U.S. Patent 6,332,175) in view of Yanagihara (U.S. Patent 
6,233,393)in further view of Terui (U.S. Patent 5,903,871 ). 

Regarding Claim 179, in addition to the elements stated above regarding claim 
173, the combination fails to explicitly disclose: 

an input circuit to receive media data, wherein the digital signal processor 
compresses the received media data. 

Terui discloses: 

an input circuit to receive media data, (i.e. a microphone for converting 
voice to an electric signal and an analog to digital converter for converting it to a digital 
signal; col. 3 lines 4-12); 

wherein the digital signal processor compresses the received media data, 
(i.e. the digital signal is compressively transformed; col. 3 lines 25 - 29). 
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It would have been obvious to one of ordinary skill in the art to add the features 
of Terui to the elements of the combination in order to integrate a portable voice 
recorder into Birrell's portable player. One would have been motivated to do so in order 
to enhance the operation of the player to provide a voice recording and reproducing 
apparatus which can easily store and manage a voice file (Terui col. 1 lines 48 - 50) 
thus eliminating the need for multiple devices to perform similar tasks. 

Regarding Claim 180, in addition to the elements stated above regarding claim 
179, the combination further discloses: 

wherein the digital signal processor includes an encoder to compress the 
received media data (i.e. the digital signal is compressively transformed; col. 3 lines 25 
-29). 

Regarding Claim 181, in addition to the elements stated above regarding claim 
179, the combination further discloses: 

wherein the storage device stores a plurality of compression processes (see 
above rejections) and the digital signal processor compresses the received media data 
based on a selected one of the plurality of compression processes (compressively 
transforming the input audio based on one of the compression procedures). 

Claims 188-190 are rejected under the same grounds stated above. 
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Claims 173, 174, 182 and 183 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Du (U.S. Patent 7,444,439) in view of Yanagihara (U.S. Patent 
6,233,393). 

Regarding Claim 173, Du discloses: 
A media device comprising: 
a memory (52); 

a storage device to store compressed media data, the compressed media data 
having a compression format (HDD 20); and 

a process configured to decompress compressed media data (i.e. decoder 
algorithm; Col. 5). 

Du does not explicitly discloses storing the process on the storage device as 
claimed. However, Examiner takes official notice that it would have been obvious to 
one of ordinary skill in the art at the time of the invention to store the decoder algorithms 
in the storage device instead of in the Flash memory. Both the Flash memory and the 
disk are non-volatile memory devices and therefore are suitable to store system 
decoder algorithms. It would be an obvious variation to store the algorithms on the disk 
instead of the flash memory. One would have been motivated to do so in order to 
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manufacture the Du player with less parts and thus making it less costly as the ROM 
would not be required if the programs were stored instead on the disk. 
Du further discloses: 

a programmable processor configured to be programmed as a storage controller 
to retrieve the compressed media data from the storage device (MP3 controller includes 
processor 48 which loads MP3 files from the disk into memory 50; Fig. 4); and 

as a digital signal processor to decompress the compressed media data 
(decoder circuitry 56). 

Du fails to explicitly disclose: 

a plurality of processes to decompress the media data. 

However, at the time the invention was made, Examiner takes official notice that 
a number of compression standards were available similar to the MP3 standard. It 
would have been obvious to one of ordinary skill in the art to add decompression 
procedures for each of these standards in the Birrell device. It would be desirable to 
have a single device for decompression a number of compression procedures known in 
the art rather than having to purchase a number of devices to perform the same task. 

Further, Du explicitly notes that the controller is not limited to only MP3 
decompression and can be modified to decompress any compressed audio type; last 
para in col. 6 to top of col. 7. Given that Du discloses retrieving a decoder algorithm 
from memory, and that the controller can be modified to decompress any type of 
compression, modifying the device to store numerous algorithms for multiple 
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compression types would have been nothing more than applying a known technique to 
a known device yielding predictable results. 
Further, Du fails to explicitly disclose: 

wherein the programmable processor is further configured to determine the 
compression format of the compressed media data; 

select a first process of the plurality of processes stored in the storage device 
based on the compression format of the compressed media data; and 

decompress the compressed media data based on the first process; and 

an output device to output the decompressed media data from the media device. 

Yanagihara discloses a device with a general controller that determines the 
compression of audio data and sets the decoder to decompress the given compression; 
Fig. 15. 

Applying this to Du's device discloses: 

wherein the programmable processor is further configured to 

determine the compression format of the compressed media data (i.e. 
determining the compression as taught by Yanagihara in order to load the proper 
decoder algorithm in Du); 

select a first process of the plurality of processes stored in the storage device 
based on the compression format of the compressed media data (retrieving the decoder 
algorithm stored in Du to set the decoder as taught by Yanagihara); and 

decompress the compressed media data based on the first process (i.e. 
decompress via 56); and 
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an output device to output the decompressed media data from the media device 
(any of the outputs in Fig. 4). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to apply the compression determination technique taught by 
Yanagihara to the device taught by Du. Given that Du can be adapted to be able to 
decode multiple compression types, it would be necessary to determine which 
compression is present in order to decode properly. Thus, doing so would be nothing 
more than applying a known technique (i.e. decompressing audio data of multiple types 
via a single processor) to a known device ready for improvement to yield predictable 
results. 

Regarding Claim 174, in addition to the elements stated above regarding claim 
173, the combination further discloses: 

wherein the digital signal processor includes a decoder to decompress the 
compressed media data (decoder 58 also 56). 

Claims 182 and 183 are rejected under the same grounds stated above. 
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Claims 175-177 and 184-186 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Du (U.S. Patent 7,444,439) in view of Yanagihara (U.S. Patent 
6,233,393) and in further view of Berman (U.S. Patent 6,502,194). 

Regarding Claim 175, in addition to the elements stated above regarding claim 
173, the combination further discloses: 

the compressed media data includes a plurality of media selections (i.e. audio 
files on HDD 20). 

The combination fails to explicitly disclose: 

the programmable processor transfers first portions of at least one of the plurality 
of media selections from the storage device to the memory; 

the output device outputs the first portions from the media device; 

a user selects a particular one of the plurality of media selections in response to 
the first portions; 

the programmable processor retrieves a remaining portion of the particular one of 
the plurality of media selections in response to the user; and 

the output device outputs the remaining portion of the particular one of the 
plurality of media. 

Berman discloses a preview device that plays compressed audio files on a 
computing device (akin to the Laptop of Du); Figs, 1,11 and 1 2. 

Applying Berman previewing technique to the laptop computer of Du discloses: 
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the programmable processor transfers first portions of at least one of the plurality 
of media selections from the storage device to the memory (loading from HDD 20 in Du 
into the buffer, now modified by Berman to load multiple preview clips into a buffer; see 
Figs. 11 and 12); 

the output device outputs the first portions from the media device (i.e. playback 
via outputs in Fig. 4 of Du); 

a user selects a particular one of the plurality of media selections in response to 
the first portions (user can select playback as taught by Du, of one of the segments 
loaded into the staging memory as taught by Berman); 

the programmable processor retrieves a remaining portion of the particular one of 
the plurality of media selections in response to the user (playback when a new track is 
selected, Fig. 5 of Berman; buffer selected has priority over all buffers, data flow into 
this buffer is maintained such that continuous playback is guaranteed); and 

the output device outputs the remaining portion of the particular one of the 
plurality of media (i.e. playback via outputs in Fig. 4 of Du). 

It would have been obvious to one of ordinary skill in the art to apply the 
buffering/previewing of Berman to the buffer of Du. Doing so would have been nothing 
more than applying a known technique (i.e. buffering of multiple songs) to a known 
device (i.e. media player of Du) ready for improvement tot yield predictable results. 

Regarding Claim 176, in addition to the elements stated above regarding claim 
175, the combination further discloses: 
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the programmable processor retrieves the remaining portion if the user selects 
(skip/play or another user input) the particular one of the plurality of media selections 
within a predetermined period (10 seconds pre-buffered) after the output device outputs 
one of the first portions corresponding to the particular one (i.e. playback is 
initiated/another song is skipped to before the 10 seconds of audio data in the buffer is 
consumed; the buffer selected has priority over all buffers, data flow into this buffer is 
maintained such that continuous playback is guaranteed; see Memory Buffering control 
section in Col. 11 and 12). 

Regarding Claim 177, in addition to the elements stated above regarding claim 
173, the combination further discloses: 

Wherein the output device continues the outputting of the first portions if the user 
does not select the particular one within the predetermined period (data flow into the 
current buffer is maintained such that continuous playback is guaranteed if no command 
is given; see Memory Buffering control section in Col. 1 1 and 12). 

Claims 184-186 are rejected under the same grounds stated above. 



Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
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unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 173, 174, 182 and 183 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 , 7 and 8 of U.S. 
Patent No. 7,546,172. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because claims 1 , 7 and 8 of the '1 72 patent 
anticipated all limitations of the present application. 



Claims 173, 174, 182 and 183 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 , 7 and 8 of U.S. 
Patent No. 7,457,676. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because claims 1 , 7 and 8 of the '676 patent 
anticipated all limitations of the present application. 
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Claims 173, 174, 182 and 183 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 - 4 of U.S. 
Patent No. 7,315,764. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because claims 1 - 4 of the '764 patent anticipated 
all limitations of the present application. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANDREW C. FLANDERS whose telephone number is 
(571 )272-751 6. The examiner can normally be reached on M-F 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis Kuntz can be reached on (571 ) 272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Andrew C Flanders/ 
Patent Examiner 
Art Unit 2614 



